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Examiner: Naoko N. Slack 



Assistant Commissioner of Patents 
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Alexandria, VA 22313-1450 



Sir: 



STATEMENT 



In accordance with Applicants' duty of candor toward the Office, Applicants previously 
advised the Examiner of the existence of U.S. Patent Application 1 0/634,497, filed August 5, 2003, 
entitled GROOVED DECKING BOARD. An office action was mailed in the '497 application on 
October 6, 2006, in which several claims were rejected as being anticipated by, or obvious in view 
of one or more references. A copy of that action is enclosed. 



Respectfully submitted, 




Tracy L. Bornmanj Reg. No. 42,347 
HOVEY WILLIAMS LLP 
2405 Grand Boulevard, Suite 400 
Kansas City, MO 64108 
(816) 474-9050 
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Martin Grohman 
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HOVEY WILLIAMS LLP 
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concerning this application or proceeding. 
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Application No. 



Applicants) 



Office Action Summary 



Examiner 
Robert J. Canfield 



GROHMAN, MARTIN 



Art Unit 



Period for" Rep^ ,LWG M ° f ^ communi ™*°" Wears on the cover sheet wit h the correspondence Jtfress - 



w „, u „ i ns iium me manmg Date or tnis communication »■»=■)' 11™ 

Any reply received by the Office later than three months afle tta ma Zo toZTm^^JZfT* ^r^? 0 ,?!? (3S U ' S - C ' § 133 >- 
earned patent term adjustment. See 37 CFR 1.704(b). 9 conimunicatron, even if timely filed, may reduce any 

Status 

1 M Responsive to communication(s) filed on 21 September 9nnR 
2a)Q This action is FINAL. 2b)E This action is non-final 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed ,n accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) H Claim{s) 1-4 and 6-20 is/are pending in the application. 

4a) Of the above claim{s) is/are withdrawn from consideration. 

5) U Claim(s) is/are allowed. 

QM Claim(s) 1-4.6-20 is/are rejected. 
?)□ Claim(s) is/are objected to. 

B)D Claimfs) are subject to restriction and/or election requirement. 

Application Papers 

9)D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)Q accepted or b)D objected to by the Examiner 

Applicant may not request that any objection to the drawingfs) be held in abeyance. See 37 CFR 1 85(a) 

1 1 in T R h eP ' aC f e h men l draWin9 Sheet(S) indUdin9 the COrrectton is ™^ » «» drawing) is objected to. See 37 CFR 1 121 (d) 
1DD The oath or deciaration is objected to by the Examiner. Note the attached Office Action or form PTO-152 
Priority under 35 U.S.C. § 119 

12)Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19{aWd) or ffl 
a)Q All b)D Some * c)Q None of: www 
1 •□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No 

3. U Copies of the certified copies of the priority documents have been received in tbisl^ional Stage 

application from the International Bureau (PCT Rule 1 7 2(a)) 
* See the attached detailed Office action for a list of the certified copies not received. 



1 ) fcg Notice of References Cited (PTO-892) , > r~i , . , 

' 6) |_J Other: . 

U.S. Patent and trademark Office " - . 

PTOL-326 (Rev. 08-06) ~ ~~ 



Office Action Summary Part of Paper Nq , Ma „ ^ 



Application/Control Number: 10/634,497 p 2 

Art Unit: 3635 

1 ■ A request for continued examination under 37 CFR 1 .1 14, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1 .1 14, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.1 14. Applicant's submission filed on 
09/21/06 has been entered. Claims 1-4 and 6-20 are pending. 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

3. Claims 1, 4, 7, 10, 1 1 and 16-20 are rejected under 35 U.S.C. 102(b) as being 
anticipated by U.S. Patent 5,394,667 to Nystrom. 

See figure 12. As to claim 1 1 elements 40 are considered the joists. As to 
claims 10 and 16, the process in which an article is produced need not be met in 
an article claims as long as all of the claimed structure is provided in the prior art. 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 



Application/Control Number: 10/634,497 p age 
Art Unit: 3635 

5. Claims 2, 3, 6, 8-1 0 and 1 2-1 6 are rejected under 35 U.S.C. 1 03(a) as being 

unpatentable over U.S. Patent 5,394,667 to Nystrom. 

Nystrom provides each of the elements of these claim in figure 12 except for 
specifying the dimensional limitation and that the board 50 is made from a 
composite material of cellulosic fibers and plastic. 

The examiner takes Official Notice that making boards of conventional lumber 
type dimensions from a composite material of cellulosic fibers and plastic is well 
known and that it would have been obvious at the time of the invention to one 
having ordinary skill in the art that the boards of Nystrom could have been out of 
such material. It would have been obvious to make the boards out of a 
composite for environmental reason and because such boards are less 
susceptible to decay and rot. 

Each of the recited dimensional limitations claimed are viewed as choices of 
design which would have been obvious at time of the invention to one having 
ordinary skill in the art particularly in view of the fact both the instant invention 
and Nystrom relate to decking boards and Nystrom recites that the features of his 
invention are applied to conventionally dimension lumber products which have a 
thickness which falls within the 0.5 to 2 inches. Figure 12 would suggest that the 
upper lip extends at least about 20% further than the lower lip and a slight 
spacing would be desirable to allow for water to run off and thus not accumulate 
upon the surface of the deck. 



Application/Control Number: 10/634,497 p age 4 

Art Unit: 3635 

6. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 



7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Robert J. Canfield whose telephone number is 571-272- 
6840. The examiner can normally be reached on M-Th. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Naoko Slack can be reached on 571-272-6848. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Robert J Canfield 
Primary Examiner 
Art Unit 3ft 




09/29/06 
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